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INTELLECTUAL PROPERTY (IP) LAW PRACTICE

Entry into force of the new Greek law on

trademarks

BY IRENE KYRIAKIDES, MARIA SPANOU, LIA MITROPOULOU

Aiming, inter alia, at boosting
economic growth, enhancing
competition and consumers’ and
businesses’ needs, new Greek law on
trademarks no. 4679/2020
“Trademarks - incorporation of
Directive (EU) 2015/2436 on the
approach of Member States laws on
trademarks and Directive 2004/48/EC
on enforcement of intellectual
property rights and other provisions”
(the “New Law”) was voted by the
Hellenic Parliament on 12.03.2020 and
was published in the Official
Government Gazette on 20.03.2020

(issue 71 A'/20.03.2020).
Some of the most significant
provisions of the New Law are:

&

e The “graphic representation’
condition is left behind

The possibility to register “non-
traditional” forms of trademarks

(three dimensional, patterns, position,

holographic etc.), provided that they
are not deprived of distinctive

character, is introduced.

e Clear and specific products and
services descriptions

The necessity for trademarks to reflect
with clarity the designated products

and/or services is reinforced.

e Ex officio examination of
relative grounds for refusal no
longer applies

The Examiner of the Greek
Trademarks Directorate may impede
the registration process of a
trademark application only upon
detection of absolute (lack of
distinctive character, sign potentially
misleading consumers, generic signs
etc.) and no longer of relative grounds
(existence of prior identical and/or
similar signs) for refusal. Relative
grounds for refusal can from now on

only be invoked by third-parties
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claiming to have a respective
legitimate right (holders of prior

rights).

e Renewal

Renewal of a trademark can take place
within the last 6 months before the
end of its 10 year validity term. A
trademark can also be renewed within
the also known as “grace-period”, i.e.
the 6 months following the date of
lapse of its validity, subject to the
payment of increased official fees.
However, in this last case and
pursuant to the New Law, third party
rights acquired within the grace period
shall not be overturned. The
Trademarks Administrative Committee
is the competent body to rule on

issues regarding trademark renewals.

e ITnvalidity or revocation
introduced in civil court
proceedings

An invalidity or revocation action can
now be filed either before the Greek

Trademarks Directorate

(administrative  procedure route

before the Trademarks Administrative

Committee) or during civil court

trademark infringement proceedings

through the filing of a counter law suit

of the alleged infringer against the
holder of the prior right (civil
procedure route). Simultaneous
exercise of the above rights by and
against the same party/-ies is not
permitted, with the intention to avoid
the issuance of contradictory decisions

being now clearer.

e Effects of invalidity and
revocation

In cases of invalidity, the respective
effects go back to the time of the filing
of the invalidated trademark. Upon
revocation, effects go back to the time
of filing of the revocation application

or revocation counter lawsuit.

e Proof of use introduced in civil
court proceedings

Currently possible during opposition
or invalidity proceedings, a proof of
use request is now possible during civil
court infringement proceedings
through raising a respective objection.
In addition, proof of use of an earlier

mark may be requested on the date of

filing or of priority of the alter mark.

e Acquiescence
It now applies, accompanied by the

respective limitation of the rights of
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prior trademark/signs holders, to

invalidity proceedings, no longer being
court

limited to infringement

proceedings.

e Intervening rights introduced
for the first time in the national

legislative framework
An infringement action is possible
against an already registered

trademark. Owners of prior
trademarks shall not, however, be
entitled to impede the use or request
the revocation or invalidity of a later
trademark if the latter was obtained
when the prior trademark could have
been declared invalid or revoked, if
deprived of distinctive character
through its use or if the necessary
prerequisites were not fulfilled for it

to be opposed to the later sign.

e Non-renewal / Assignment
during pending proceedings
The non-renewal of an earlier
trademark impeding the registration
of a later sign, as well as the
assignment of a prior trademark to the
owner of the later sign during pending
proceedings should be taken into
consideration by the competent

courts/committees for the ruling on
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the non-existence of risk of confusion.

e Mediation
Voluntary mediation in proceedings
revocation

(opposition, invalidity,

actions) before the Trademarks
Administrative Committee is now a
possibility (mediation is obligatory for

civil law infringement actions).

e Goods in -transit

Without prejudice to the existence of
prior rights, the applicant or owner of
a trademark can prevent third parties
from bringing into Greece goods from
third countries, even in case such

goods do not circulate in Greece.

The New Law consists of 90 articles

which transpose Directives (EU)
2015/2436 and 2004/48/EC while also
following the layout of Regulation
2017/1001 on the European Union
trademark, evidencing the
approximation of national and EU

legislation on trademarks.

The currently applicable provisions on
trademarks of Law 4072/2012 (art.
121-183) are therefore replaced by
the New Law, with the exception of
“Greek

the latter’'s chapter on

Products and Services Trademark”
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(art. 184-196 of Law 4072/2012) which
refer to the indication of quality of

such products/services.

The New Law entered into force on
20.03.2020 (date of publication in the
Official Government Gazette) and
includes transitional provisions
regarding the time and modalities of

application of some of its articles.
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