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As the world is preparing to enter the 

metaverse and new types of virtual goods are 

emerging, trademark protection for brand 

owners will need to follow suit.  

The European Intellectual Property Office 

(EUIPO) published on 23 June 2022 its 

guidelines regarding this matter by 

highlighting the proper way for trademark 

applicants to classify virtual goods and 

services when filing a trademark application.  

Specifically, the EUIPO stated that:  

 “Virtual goods are proper to Class 9 

because they are treated as digital 

content or images. However, the term 

virtual goods on its own lacks clarity and 

precision so must be further specified by 

stating the content to which the virtual 

goods relate.” 

 “The 12th Edition of the Nice 

Classification [which is expected to enter 

into force on 1 January 2023] will 

incorporate the term downloadable 

digital files authenticated by non-

fungible tokens in Class 9. NFTs are 

treated as unique digital certificates 

registered in a blockchain, which 

authenticate digital items but are distinct 

from those digital items. For the Office, 

the term non fungible tokens on its own 

is not acceptable. The type of digital item 

authenticated by the NFT must be 

specified.” 

 “Services relating to virtual goods and 

NFTs will be classified in line with the 

established principles of classification for 

services.”  

The emergence of digital assets and the 

metaverse highlighted the need for brand 

owners to further establish themselves in that 

sphere, with them aiming at achieving 

adequate protection for their rights; thus, the 

increase in the number of trademark 

applications related to virtual goods with 

brand owners racing to effectively expand 

their “digital portfolio”. However, not without 

challenges.  

One of the highlights: Hermès International 

et al. v Mason Rothschild 

A landmark lawsuit indicating the significance 

of protecting one’s brand in the virtual world 
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is the Hermès International et al. v Mason 

Rothschild, 22-cv-00384 (SDNY). Mason 

Rothschild, artist, created the “MetaBirkins”, 

digital images (NFTs) of faux-fur-covered 

versions of the well-known Hermès Birkin 

handbags. Hermès filed a lawsuit against 

Mason Rothschild citing trademark 

infringement, trademark dilution and 

cybersquatting. Case still pending, this lawsuit 

showcases the potential conflict that can 

emerge due to the not yet sufficiently and 

clearly regulated virtual world and the risks 

these situations pose to established brands 

and their products.  

To trademark or not to trademark?  

The EUIPO guidelines demonstrate a first 

attempt to provide some form of guidance to 

trademark applicants/owners wishing to 

examine the filing of trademarks relating to 

virtual goods as part of their ongoing brand 

development or for the purpose of securing 

their rights in the virtual world against 

potential competitors and/or third parties 

looking to capitalize and benefit from their 

existing goodwill.  

Brands might therefore need to reassess their 

trademark (and potentially the entirety of 

their intellectual property) portfolios and 

while entering the metaverse, adequately re-

strategize and adapt their legal defense 

through the filing of virtual goods related 

trademarks and the pro rata application and 

innovative interpretation of the “traditional” 

trademark infringement and unfair 

competition legal provisions.   

As the world is shifting, the focus of brand 

owners will have to shift accordingly so as to 

keep up with the ever-changing digital 

landscape. 
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Disclaimer: This newsletter contains general information only and is not intended to provide specific legal, or other professional advice 

or services, nor is it suitable for such professional advice, and should not be used as a basis for any decision or action that may affect 

you or your business. Before making any decision or taking any action that may affect you or your business, you should consult a 

qualified professional advisor. We remain at your disposal should you require any further information or clarification in this regard. 
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